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Title: METHODS AND COMPOSITIONS FOR ENANTIOSELECTIVE OXIDATION 
REACTIONS 



This is in response to the Requirement for Restriction mailed November 14, 2003. 

The Restriction Requirement 
The Examiner has required restriction between two groups of claims: 

(I) claims 1-24, drawn to a method of catalyzing an enantioselective 
oxidation reaction of an organic compound; and 

(II) claims 25-42, drawn to catalysts. 

In response, appHcants elect Group 1, claims 1-24, without traverse. Applicants 
expressly reserve their right under 35 USC § 121 to file a divisional application directed to the 
non-elected subject matter during the pendency of this application. 



The Examiner has also indicated that the claims are generic to a plurality of patentably 
distinct species comprising various substrates and products made using the claimed process. In 
making the present restriction requirement, the Examiner has simply stated that there are a 
"plurality" of patentably distinct species comprising various substrates and products made using 
the claimed process. This treatment of the claims is inconsistent with the guidance given 
Examiners in the Manual of Patent Examining Procedure, where it is stated that the "best way to 
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most clearly and precisely indicate... how an application should be restricted" is to identify each 
separate subject and then group each claim with the subject. M.P.E.P. Section 814, part B. That 
section of the M.P.E.P. goes on to state that "[t]he separate inventions should be identified by a 
grouping of the claims with a short description of the total extent of the invention claimed in 
each group...." While this discussion pertains to restriction practice, at a minimum, the Examiner 
should identify what is considered to be a "species." 

In the present case, the restricted subject matter has not been presented with an 
identification of separate species, as is normally done, and therefore the Examiner has not 
provided any guidance as to what species are to be elected. 

Claim 1 is directed to a method of catalyzing an enantioselective oxidation reaction of an 
organic compound comprising contacting the organic compound with an oxidizing agent, and a 
catalyst comprising a metal composition and a chiral ligand. Absent any guidance from the 
Examiner, it would appear that a possible species could be the different enantioselective 
oxidation reactions, organic compounds, oxidizing agents, and catalysts (metal composition and 
chiral ligand) encompassed by Claim 1. Therefore, the following election is an attempt to 
provide a complete response to the request for election under 35 U.S.C. § 121. 

For the enantioselective oxidation reaction. Applicants elect the kinetic resolution of a 
racemic mixture. Claims 1-17 read on this reaction species. Claims 18-24 do not read on this 
species. 

For the organic compound. Applicants elect alcohols. Claims 1-24 all read on this 
compound species. 

For the oxidizing agent. Applicants elect molecular oxygen. Claims 1-24 all read on this 
agent species. 

For the metal composition, Applicants elect palladium (II) complex, with a sub-species 
election of Pd(norbomadiene)Cl2,if needed. Claims 1-24 all read on this composition species. 

For the chiral ligand. Applicants elect (-)-sparteine. Claims 1-24 all read on this Kgand 
species. 

It is to be imderstood that the aforementioned election of species is for the purpose of the 
Examiner's initial search and examination, and that upon allowance of a generic claim all 
remaining species encompassed by that claim should properly be examined. 
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If the Examiner has any questions concerning this communication, or would like to 
discuss the application, the art, or other pertinent matters, they are welcome to contact the 
undersigned attorney at (650) 330-0900. 

Respectfully submitted, 

By: y^U^.^ C^^^jLc. 

Shelley P^berle 
Registration No. 31,411 

REED & EBERLE LLP 
800 Menlo Avenue, Suite 210 
Menlo Park, California 94025 
(650) 330-0900 Telephone 
(650) 330-0980 Facsimile 
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